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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Carol Cole Company

Granted to Date
of previous ex-
tension

10/05/2016

Address 1325 Sycamore Ave, Suite A
Vista, CA 92081
UNITED STATES

Attorney informa-
tion

Joshua J. Richman
IPLA, LLP
4445 Eastgate Mall, Suite 200
San Diego, CA 92121
UNITED STATES
litigation@ipla.com

Applicant Information

Application No 86676758 Publication date 06/07/2016

Opposition Filing
Date

10/05/2016 Opposition Peri-
od Ends

10/05/2016

Applicant Tong Yongchao
No. 8 Yanbu Avenue, Nanhai
Foshan, Guangdong,
CHINA

Goods/Services Affected by Opposition

Class 010. First Use: 2009/09/16 First Use In Commerce: 2009/09/16
All goods and services in the class are opposed, namely: Cases fitted for medical instruments and/or
for use by doctors; Medical devicesfor Kegel exercises, namely, pelvic floor exercisers for use to treat
symptoms of urinary incontinence and for therapeutic purposes; Medical devices for monitoring oxy-
metory, gas analysis, vital signs, blood properties and respiratory events and software sold as a unit
therewith; Medical instruments, namely, orthopedic apparatus and instruments for diagnostic and
therapeutic use; Needles for medical purposes; Oxygen concentrators for medical applications; Steril-
ization unitsfor medical purposes; Surgical and medical apparatus and instruments for use ingeneral
surgery; Ultraviolet radiator units for therapeutic purposes; Vaporizers for medical purposes; X-ray
apparatus for medical use

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

No use of mark in commerce before application
or amendment to allege use was filed

Trademark Act Sections 1(a) and (c)

Applicant not rightful owner of mark for identified Trademark Act Section 1

http://estta.uspto.gov


goods or services

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3067256 Application Date 01/04/2005

Registration Date 03/14/2006 Foreign Priority
Date

NONE

Word Mark NUFACE

Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 2004/05/05 First Use In Commerce: 2004/05/05

FACIAL TONING MACHINES FOR COSMETIC USE, NAMELY, A FACIAL
STIMULATOR WHICH UTILIZES A MICROCURRENT TO STRENGTHEN FA-
CIALMUSCLES THUS LIFTING THE FACE FOR IMMEDIATE RESULTS

U.S. Registration
No.

4093205 Application Date 01/20/2011

Registration Date 01/31/2012 Foreign Priority
Date

NONE

Word Mark NUFACE BY CAROL COLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 2005/06/30 First Use In Commerce: 2005/06/30

Non-medicated skin care preparations

U.S. Registration
No.

4627113 Application Date 05/29/2013

Registration Date 10/28/2014 Foreign Priority
Date

NONE

Word Mark NUFACE TRINITY



Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 2011/11/00 First Use In Commerce: 2011/11/00

Skin toning machines for cosmetic use
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Joshua J. Richman/

Name Joshua J. Richman

Date 10/05/2016
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

Carol Cole Company, 

 

Opposer, 

 

v. 

 

Tong Yongchao, 

 

Applicant. 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

)

) 

 

Opposition No. __________ 

 

 

Mark: 

  
(“NEWFACE & Design”) 
Serial No.:  86676758 

Filing Date: June 29, 2015 

Published: June 7, 2016 

 

 

 

NOTICE OF OPPOSITION 

  

Carol Cole Company (“Opposer”), a California corporation with its principal place of 

business at 1325 Sycamore Avenue, Suite A, Vista, California 92081, believes that it would be 

damaged by issuance of a registration for the following trademark as applied for in Application 

Serial No. 86676758 (the “Application”) by Tong Yongchao (the “Applicant”): 

 

Accordingly, Opposer, by and through its attorneys, opposes the Application on the grounds set 

forth herein. 

http://tsdr.uspto.gov/#caseNumber=86676758&caseType=SERIAL_NO&searchType=statusSearch
http://tsdr.uspto.gov/#caseNumber=86676758&caseType=SERIAL_NO&searchType=statusSearch
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BACKGROUND 

1. Opposer is a leading provider of facial toning devices for cosmetic use.  Since at 

least as early as May 2004, Opposer has continuously used the distinctive trademark NUFACE® 

in connection with facial toning devices, and related products, to consumers located throughout 

the United States. 

2. Opposer owns the following United States Trademark Registrations that comprise 

or contain the trademark NUFACE (“Opposer’s Registrations”):  

Mark Reg. No. Filing Date Registration Date 

NUFACE 3067256 January 4, 2005 March 14, 2006 

NUFACE BY CAROL COLE 4093205 January 20, 2011 January 31, 2012 

NUFACE TRINITY 4627113 May 29, 2013 October 28, 2014 

 

True and correct copies of Opposer’s Registrations are enclosed as Exhibit A, along with true and 

correct printouts from the USPTO’s electronic database showing the current status and title of 

Opposer’s Registrations.   

3. The products that Opposer sells under the registered trademarks NUFACE®, 

NUFACE TRINITY®, and NUFACE BY CAROL COLE® have been marketed and sold 

throughout the United States on Opposer’s online retail store located at http://mynuface.com, third-

party online retail stores, and brick and mortar retail stores including Nordstrom, Neiman Marcus, 

Barneys, Ulta, Sephora, and Bloomingdales.  Opposer’s products are also available for purchase 

by consumers through certain luxury spas and physician offices, where professional versions of 

the NUFACE® branded devices are utilized by estheticians.   

4. As a result of Opposer’s longstanding use, extensive advertising, and promotion of 

its goods under the NUFACE®, NUFACE TRINITY®, and NUFACE BY CAROL COLE® 

trademarks, and a reputation that it has built for outstanding high quality products, Opposer has 

built considerable goodwill in its NUFACE mark. 

http://tsdr.uspto.gov/#caseNumber=3067256&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch
http://tsdr.uspto.gov/#caseNumber=4093205&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch
http://tsdr.uspto.gov/#caseNumber=4627113&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch
http://mynuface.com/
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5. On June 29, 2015, Applicant filed the Application to register the following 

trademark on the Principal Register:   

Mark Ser. No. Class/Goods 

 

86676758 Class 10: Cases fitted for medical 

instruments and/or for use by doctors; 

Medical devices for Kegel exercises, 

namely, pelvic floor exercisers for use to 

treat symptoms of urinary incontinence and 

for therapeutic purposes; Medical devices 

for monitoring oxymetory [sic], gas 

analysis, vital signs, blood properties and 

respiratory events and software sold as a 

unit therewith; Medical instruments, 

namely, orthopedic apparatus and 

instruments for diagnostic and therapeutic 

use; Needles for medical purposes; Oxygen 

concentrators for medical applications; 

Sterilization units for medical purposes; 

Surgical and medical apparatus and 

instruments for use in general surgery; 

Ultraviolet radiator units for therapeutic 

purposes; Vaporizers for medical purposes; 

X-ray apparatus for medical use 

 

The Application was published for opposition in the Official Gazette on June 7, 2016.  On June 

29, 2016, Opposer filed a 90 Day Request for Extension of Time to Oppose, which was granted 

on that same day, resulting in a deadline of October 5, 2016 to oppose.  Accordingly, this Notice 

of Opposition is timely filed. 

COUNT I –  LIKELIHOOD OF CONFUSION [15 U.S.C. § 1052(d)] 

6. Opposer repeats and re-alleges paragraphs 1 through 5, as though fully set forth 

herein. 

7. Opposer’s rights in the trademarks NUFACE®, NUFACE TRINITY®, and 

NUFACE BY CAROL COLE® are senior to any rights that Applicant may allege to have in its 

http://tsdr.uspto.gov/#caseNumber=86676758&caseType=SERIAL_NO&searchType=statusSearch
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NEWFACE & Design mark because Opposer’s Registrations registered before the filing date of 

the Application. 

8. The following goods claimed in the Application are similar to those listed in 

Opposer’s Registrations and are offered in the same or similar commercial channels as Opposer’s 

products: 

Class 10: Cases fitted for medical instruments and/or for use by doctors; […] 
Medical instruments, namely, orthopedic apparatus and instruments for diagnostic 

and therapeutic use; […] Ultraviolet radiator units for therapeutic purposes; […] 
 

9. Applicant’s NUFACE & Design mark so resembles Opposer’s registered 

NUFACE®, NUFACE TRINITY®, and NUFACE BY CAROL COLE® marks in sight, sound, 

meaning, and commercial impression, as to be likely, when applied to the goods identified in the 

previous paragraph, to cause confusion or mistake or to deceive, or to create the false impression 

that Applicant’s goods are provided by, related to, endorsed by, or associated with Opposer, or 

otherwise cause injury to Opposer’s rights in its NUFACE and NUFACE TRINITY marks, in 

violation of Lanham Act §2(d) (15 U.S.C. §1052(d)), with consequent damage to Opposer and the 

public. 

10. For the foregoing reasons, the Application should be denied registration with 

respect to the following goods: 

Class 10: Cases fitted for medical instruments and/or for use by doctors; […] 
Medical instruments, namely, orthopedic apparatus and instruments for diagnostic 

and therapeutic use; […] Ultraviolet radiator units for therapeutic purposes; […] 
 

COUNT II – NO BONA FIDE USE [15 U.S.C. § 1051(a)] 

11. Opposer repeats and re-alleges paragraphs 1 through 10, as though fully set forth 

herein. 
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12. On information and belief, the Applicant was not using the NEWFACE & Design 

mark on all of the goods recited in the Application as of the Application filing date. 

13. The specimens submitted with the Application on June 29, 2015 do not appear to 

reflect use of the NEWFACE & Design mark in connection with any of the goods claimed in Class 

10.  The specimens therefore do not demonstrate use of the mark in connection with any of the 

goods claimed in the Application. On information and belief, Applicant was not using the 

NEWFACE & Design mark in United States commerce, for any of the goods identified in Class 10, 

as of the filing date of the Application. 

14. The substitute specimens submitted on April 11, 2016 do not appear to reflect use 

of the NEWFACE & Design mark in connection with any of the goods claimed in Class 10.  The 

specimens therefore do not demonstrate use of the mark in connection with any of the goods 

claimed in the Application. On information and belief, Applicant was not using the NEWFACE & 

Design mark in commerce, for any of the goods identified in Class 10, as of the filing date of the 

Application, or as of April 11, 2016. 

15. As a result of the foregoing, and upon information and belief, Applicant made no 

bona fide use of the NEWFACE & Design mark in commerce prior to the filing of the use-based 

application for its registration. Therefore, the Application should be denied registration under 15 

U.S.C. § 1051(a). 

COUNT III – NOT RIGHTFUL OWNER [15 U.S.C. § 1051(a)] 

16. Opposer repeats and re-alleges paragraphs 1 through 15, as though fully set forth 

herein. 
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17. None of the specimens submitted in support of the Application reflect Applicant as 

the true owner of the NEWFACE & Design mark, or that Applicant has ever used the mark in 

commerce. 

18. On information and belief, the true owner of the NEWFACE & Design mark is 

either Foshan Nanhai Newface Beauty Instrument Factory, a Chinese company, or Hong Kong 

Newface International Industry Limited, a Hong Kong entity. 

19. Foshan Nanhai Newface Beauty Instrument Factory is owner of the NEWFACE & 

Design mark, according to the company’s website: 

http://www.novanewface.com/about/i=5&comContentId=5.html 

This entity is also reflected as the “Shipper / Exporter” in an invoice submitted to the USPTO as a 

specimen with the Application. 

20. However, another entity, Hong Kong Newface International Industry Limited has 

applied to register the NEWFACE & Design mark in Hong Kong.  Opposer has opposed registration 

of that application in Hong Kong. 

21. For the foregoing reasons, Applicant is not the correct owner of the NEWFACE & 

Design mark.  Because Applicant is not the correct owner of the trademark, registration should be 

refused under 15 U.S.C. § 1051(a). 

 

(intentionally blank) 

 

 

 

 

http://www.novanewface.com/about/i=5&comContentId=5.html
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WHEREFORE, it is respectfully requested that this opposition be sustained on each of the 

grounds indicated above and that Applicant’s Application be denied registration.  

Dated:  October 5, 2016   

     Respectfully submitted, 

      

/Joshua J. Richman/ 

Joshua J. Richman 

Kristin G. Strojan 

IPLA, LLP 

     4445 Eastgate Mall, Suite 200 

     San Diego, CA 92121 

     Phone: (858) 272-0220 

     litigation@ipla.com  

Attorneys for Opposer, Carol Cole Company 

mailto:litigation@ipla.com
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Certificate of Service 

 

 I hereby certify that on October 5, 2016, a copy of the foregoing was sent by U.S. mail to 

the following correspondent of record: 

ZHOU EMEI 

616 CORPORATE WAY, SUITE 2-5451 

VALLEY COTTAGE, NEW YORK 10989 

  

 /Amanda Costa/.      
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